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DETAILED ACTION 

1. This office action is responsive to the communication on August 20, 2008; claims 1-18 
are pending in this instant application. 

2. The finality of the Office Action on February 20, 2008 is withdrawn in view of the 
petition decision granted on September 17, 2008, and the reason set forth below. 

Priority 

3. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 119(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 120 of the US 
Application 09/953,958, filed September 18, 2001, and JP2000-281809 filed September 18, 2000 
as follows: 

The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 112. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application, Application No. 09/953,958 , fails to provide 
adequate support or enablement in the manner provided by the first paragraph of 35 U.S.C. 112 
for one or more claims of this application. In this case, the US Application serial No. 
Application 09/953,958, filed September 18, 2001, and JP2000-281809 filed September 18, 2000 
fails to discloses one or more claims of the invention claimed in the present US Patent 
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Application Serial No. 10/724,706. The disclosure of the US Patent Application serial No. 
09/953,958 fails to provide support for the "binder comprise a polymer formed by 
copolymerization of monomers including 10 to 70 % by mass of the monomer represented by the 
following formula (M): CH2=CR 01 -CR 02 =CH 2 wherein R 10 represents a hydrogen atom, an 
alkyl group having 1 to 6 carbon atom or a halogen atoms; R 02 represents an alkyl group having 
1 to 6 carbon atoms or a halogen atom; wherein R 01 and R 02 are never both simultaneously a 
hydrogen atom" . The prior filed application fails discloses the mass of 10 to 70 % of the 
monomer, and the conditions set for R 01 and R 02 claimed in the present claimed invention. The 
copending application considered as a whole is related to a polymer contains a recurring unit 
represented by formula (1). Seepage 5 of the prior patent application. The conjugated dienes: 
e.g. "1,3-butadiene, isoprene, 1,3-pentadiene, 2-ethyl-l,3 -butadiene, 2-n-propyl-l,3- butadiene, 
2,3-dimethyl-l,3-butadiene, 2-methyl-l,3- butadiene, l-phenyl-l,3-butadiene, l-naphthyl-1,3- 
butadiene, l-~-naphthyl-l,3-butadiene, 2-chloro-l,3-butadiene, l-bromo-l,3-butadiene, 1-chloro- 
1,3-butadiene, 2-fluoro-l,3-butadiene, 2,3-dichloro-l,3-butadiene, l,l,2-trichloro-l,3-butadiene, 2- 
cyano-1,3 -butadiene and cyclopentadiene" are disclosed on pages 15-15. However, the prior 
filed application fails to fully support the monomer of the formula (M). The disclosure of the 
prior filed application fails to provide support for the claimed invention, and therefore, the 
present patent application fails to obtain the benefit of the priority date of the prior filed 
application serial no. 09/953,958. 

Claim Rejections - 35 USC §102 
4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
Mich that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-18 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Tsukada et al (US 2002/0058220 Al). 

See Tsukada as a whole, especially the polymer on page 7, (P-15) wherein y in P-14 is 33 , and 
Tg is 7 °C and z is 5; page 38 wherein the polymer is incorporated in the image forming layer; 
the polyhalogenate compound on page 19, formula (5) and pages 20-22 formula (5-1) to (5-40); 
the amount of organic polyhalogen compound on page 22, [0126]; and the binder has glass 
transition temperature Tg from -20 °C to 80 °C on page 5, [0045]. 

Tsukada et al discloses the polymer of formula 15 within the scope of the polymer claimed in the 
present claimed invention. Therefore, the invention as claimed lacks novelty. Alternatively, it 
would have been obvious to the worker of ordinary skill in the art at the time the invention was 
made to use the polymer disclosed in Tsukada et al with an expectation of achieving a material 
having an improved coated surface structure and improved stability to image formation. 

Response to Arguments 

7. Applicant's arguments filed June 19, 2008 have been fully considered but they are not 
persuasive. The applicants argue that : "Applicants respectfully refer the Examiner to the claim 
for priority to Tsukada et al. '220 (which is Application Serial No. 09/953,958) and the renewed 
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Petition under 37 C.F.R. § 1.78(a)(3) that was previously filed on April 7, 2008. It is believed 
that the defects of the first Petition have been resolved. Also, the Petitions branch at the USPTO 
indicated that a decision on the renewed Petition will be issuing soon". 

The petition to accept an intentionally delayed claim for priority under 37 C.F.R. 
1.78(a)(3) has been granted on September 17, 2008. However, the granting of the petition is not 
necessarily meant that the presently filed application gets the benefit of the priority filing date of 
the prior filed application. The later-filed application must be an application for a patent for an 
invention which is also disclosed in the prior application (the parent or original nonprovisional 
application or provisional application). The disclosure of the invention in the parent application 
and in the later-filed application must be sufficient to comply with the requirements of the first 
paragraph of 35 U.S.C. 112. See Transco Products, Inc. v. Performance Contracting, Inc., 38 
F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application, Application No. 09/953,958 , fails to provide 
adequate support or enablement in the manner provided by the first paragraph of 35 U.S.C. 1 12 
for one or more claims of this application See the discussion with respect to the compliance of 
the requirements of the first paragraph under 35 USC 1 12, first paragraph above. 

The rejection of claims 1-18 under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Tsukada et al (US 2002/0058220 Al) is maintained for 
the reason set forth above. The presently filed application gets the benefit of the priority filing 
date of the prior filed application (09/953,958) for the reason disclosed in paragraph 3 above. 
Conclusion 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thorl Chea whose telephone number is (571) 272-1328. The 
examiner can normally be reached on 9 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia H. Kelly can be reached on (571)272-1526. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from cither Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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/Thorl Chea/ 



Primary Examiner, 
Art Unit 1795 



